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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. It is not clear how transmission information is 

created at the same time as said predetermined file is selected. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Watanabe et al (Watanabe) (US 2003/01 15277 A1) in view of Shirai et al (Shirai) (US 

2001/0042093 A1) in further view of Bernardi et al (Bernardi) (US 5,692,225) 

Regarding claim 1, Watanabe teaches a picture transmission apparatus (e.g., 

see fig. 4) comprising a file select means for selecting a file (e.g., see page 1 paragraph 

12-18). Watanabe does not teach transmission information creation means and file save 

in a state as claimed. However, Shirai teaches transmission information creation means 

for creating transmission information for transmitting information of a file selected by 

said file select means, wherein said transmission information is created at the same 
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time as the file is selected in a batch operation (e.g., see page 6 paragraph 1 16). 
Bernarde teaches file saved in a state of associating picture information with word 
information upon detection of execution of predetermined operation (e.g., see abstract 
an col. 10 lines 6-1 1 ). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to modify the teaching of Watanabe 
with the teachings Shirai and Bernardi because such means would enable the mail tool 
to extract the information corresponding to a predetermined file and automatically 
generates an email with an extracted information without any user interaction, thereby 
efficiently using electronic mail (Shirai, page 2 paragraph 24). 

Regarding claim 2, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 3, Watanabe teaches transmission information is created so that 
word information constitutes a text and picture information constitutes an attached file 
(e.g., see page 4 paragraph 70). 

Regarding claim 4, Watanabe teaches a picture transmission method (e.g., see 
fig. 4) comprising a file select step of selecting a file (e.g., see page 1 paragraph 12-18). 
Watanabe does not teach transmission information creation means and file save in a 
state as claimed. However, Shirai teaches transmission information creation means for 
creating transmission information for transmitting information of a file selected by said 
file select means, wherein said transmission information is created at the same time as 
the file is selected in a batch operation (e.g., see page 6 paragraph 116). Bernarde 
teaches file saved in a state of associating picture information with word information 
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upon detection of execution of predetermined operation (e.g., see abstract an col. 10 
lines 6-1 1 ). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to modify the teaching of Watanabe with the 
teachings Shirai and Bernardi because such means would enable the mail tool to 
extract the information corresponding to a predetermined file and automatically 
generates an email with an extracted information without any user interaction, thereby 
efficiently using electronic mail (Shirai, page 2 paragraph 24). 

Regarding claim 5, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 6, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file (e.g., see page 4 paragraph 70). 

Regarding claim 7, a program storage medium for storing a program to be 
executed by an information transmission apparatus of claim 7 has a correspondent 
apparatus of claim 1 ; therefore, claim 7 is rejected under the same rationale as applied 
to claim 1 . 

Regarding claim 8, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 9, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file of the email (e.g., see page 4 paragraph 
70). 

Regarding claim 10, Watanabe teaches a picture transmission apparatus (e.g., 
see fig. 4) comprising means for activating a still-picture viewing program in which a still 
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picture is viewed in a window on a display (e.g., see page 4 paragraph 64); a file select 
means for selecting a file (e.g., see page 1 paragraph 12-18). Watanabe does not teach 
transmission information creation means and file save in a state as claimed. However, 
Shirai teaches transmission information creation means for creating transmission 
information for transmitting information of a file selected by said file select means, 
wherein said transmission information is created at the same time as the file is selected 
in a batch operation (e.g., see page 6 paragraph 116). Bernarde teaches file saved in a 
state of associating picture information with word information upon detection of 
execution of predetermined operation (e.g., see abstract an col. 10 lines 6-1 1 ). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the teaching of Watanabe with the teachings Shirai 
and Bernardi because such means would enable the mail tool to extract the information 
corresponding to a predetermined file and automatically generates an email with an 
extracted information without any user interaction, thereby efficiently using electronic 
mail (Shirai, page 2 paragraph 24). 

Regarding claim 1 1, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 12, Watanabe teaches transmission information is created so 
that word information constitutes a text and picture information constitutes an attached 
file (e.g., see page 4 paragraph 70). 

Regarding claim 13, Watanabe teaches a picture transmission method (e.g., see 
fig. 4) comprising an activating step of activating a still-picture viewing program in which 
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a still picture is viewed in a window on a display (e.g., see page 4 paragraph 64); a file 
select step of selecting a file (e.g., see page 1 paragraph 12-18). Watanabe does not 
teach transmission information creation means and file save in a state as claimed. 
However, Shirai teaches transmission information creation means for creating 
transmission information for transmitting information of a file selected by said file select 
means, wherein said transmission information is created at the same time as the file is 
selected in a batch operation (e.g., see page 6 paragraph 116). Bernarde teaches file 
saved in a state of associating picture information with word information upon detection 
of execution of predetermined operation (e.g., see abstract an col. 10 lines 6-1 1 ). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the teaching of Watanabe with the teachings Shirai 
and Bernardi because such means would enable the mail tool to extract the information 
corresponding to a predetermined file and automatically generates an email with an 
extracted information without any user interaction, thereby efficiently using electronic 
mail (Shirai, page 2 paragraph 24). 

Regarding claim 14, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 15, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file (e.g., see page 4 paragraph 70). 

Regarding claim 16, a program storage medium for storing a program to be 
executed by an information transmission apparatus of claim 16 has a correspondent 
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apparatus of claim 10; therefore, claim 16 is rejected under the same rationale as 
applied to claim 10. 

Regarding claim 17, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 18, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file of the email (e.g., see page 4 paragraph 
70). 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Oanh L. Duong whose telephone number is (703) 305- 
0295. The examiner can normally be reached on Monday- Friday, 8:00AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain T. Alam can be reached on (703) 308-6662. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 746-7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 



O.D 

January 17, 2004 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. It is not clear how transmission information is 

created at the same time as said predetermined file is selected. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 10-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al (Watanabe) (US 2003/01 15277 A1 ) in view of Shirai et al (Shirai) (US 
2001/0042093 A1 ) in further view of Bernardi et al (Bernardi) (US 5,692,225) 

Regarding claim 1 , Watanabe teaches a picture transmission apparatus (e.g., 
see fig. 4) comprising a file select means for selecting a file (e.g., see page 1 paragraph 
12-18). Watanabe does not teach transmission information creation means and file save 
in a state as claimed. However, Shirai teaches transmission information creation means 
for creating transmission information for transmitting information of a file selected by 
said file select means, wherein said transmission information is created at the same 
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time as the file is selected in a batch operation (e.g., see page 6 paragraph 116). 
Bernarde teaches file saved in a state of associating picture information with word 
information upon detection of execution of predetermined operation (e.g., see abstract 
an col. 10 lines 6-11). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to modify the teaching of Watanabe 
with the teachings Shirai and Bernardi because such means would enable the mail tool 
to extract the information corresponding to a predetermined file and automatically 
generates an email with an extracted information without any user interaction, thereby 
efficiently using electronic mail (Shirai, page 2 paragraph 24). 

Regarding claim 2, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 3, Watanabe teaches transmission information is created so that 
word information constitutes a text and picture information constitutes an attached file 
(e.g., see page 4 paragraph 70). 

Regarding claim 4, Watanabe teaches a picture transmission method (e.g., see 
fig. 4) comprising a file select step of selecting a file (e.g., see page 1 paragraph 12-18). 
Watanabe does not teach transmission information creation means and file save in a 
state as claimed. However, Shirai teaches transmission information creation means for 
creating transmission information for transmitting information of a file selected by said 
file select means, wherein said transmission information is created at the same time as 
the file is selected in a batch operation (e.g., see page 6 paragraph 116). Bernarde 
teaches file saved in a state of associating picture information with word information 
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upon detection of execution of predetermined operation (e.g., see abstract an col. 10 
lines 6-1 1 ). Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to modify the teaching of Watanabe with the 
teachings Shirai and Bernardi because such means would enable the mail tool to 
extract the information corresponding to a predetermined file and automatically 
generates an email with an extracted information without any user interaction, thereby 
efficiently using electronic mail (Shirai, page 2 paragraph 24). 

Regarding claim 5, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 6, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file (e.g., see page 4 paragraph 70). 

Regarding claim 7, a program storage medium for storing a program to be 
executed by an information transmission apparatus of claim 7 has a correspondent 
apparatus of claim 1; therefore, claim 7 is rejected under the same rationale as applied 
to claim 1 . 

Regarding claim 8, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 9, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file of the email (e.g., see page 4 paragraph 
70). 

Regarding claim 10, Watanabe teaches a picture transmission apparatus (e.g., 
see fig. 4) comprising means for activating a still-picture viewing program in which a still 
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picture is viewed in a window on a display (e.g., see page 4 paragraph 64); a file select 
means for selecting a file (e.g., see page 1 paragraph 12-18). Watanabe does not teach 
transmission information creation means and file save in a state as claimed. However, 
Shirai teaches transmission information creation means for creating transmission 
information for transmitting information of a file selected by said file select means, 
wherein said transmission information is created at the same time as the file is selected 
in a batch operation (e.g., see page 6 paragraph 116). Bernarde teaches file saved in a 
state of associating picture information with word information upon detection of 
execution of predetermined operation (e.g., see abstract an col. 10 lines 6-1 1 ). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the teaching of Watanabe with the teachings Shirai 
and Bernardi because such means would enable the mail tool to extract the information 
corresponding to a predetermined file and automatically generates an email with an 
extracted information without any user interaction, thereby efficiently using electronic 
mail (Shirai, page 2 paragraph 24). 

Regarding claim 1 1, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 12, Watanabe teaches transmission information is created so 
that word information constitutes a text and picture information constitutes an attached 
file (e.g., see page 4 paragraph 70). 

Regarding claim 13, Watanabe teaches a picture transmission method (e.g., see 
fig. 4) comprising an activating step of activating a still-picture viewing program in which 
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a still picture is viewed in a window on a display (e.g., see page 4 paragraph 64); a file 
select step of selecting a file (e.g., see page 1 paragraph 12-18). Watanabe does not 
teach transmission information creation means and file save in a state as claimed. 
However, Shirai teaches transmission information creation means for creating 
transmission information for transmitting information of a file selected by said file select 
means, wherein said transmission information is created at the same time as the file is 
selected in a batch operation (e.g., see page 6 paragraph 116). Bernarde teaches file 
saved in a state of associating picture information with word information upon detection 
of execution of predetermined operation (e.g., see abstract an col. 10 lines 6-11). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the teaching of Watanabe with the teachings Shirai 
and Bernardi because such means would enable the mail tool to extract the information 
corresponding to a predetermined file and automatically generates an email with an 
extracted information without any user interaction, thereby efficiently using electronic 
mail (Shirai, page 2 paragraph 24). 

Regarding claim 14, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 15, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file (e.g., see page 4 paragraph 70). 

Regarding claim 16, a program storage medium for storing a program to be 
executed by an information transmission apparatus of claim 16 has a correspondent 
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apparatus of claim 10; therefore, claim 16 is rejected under the same rationale as 
applied to claim 10. 

Regarding claim 17, Watanabe teaches transmission information is an electronic 
mail (e.g., see abstract). 

Regarding claim 18, Watanabe teaches word information constitutes a text and 
picture information constitutes an attached file of the email (e.g., see page 4 paragraph 



3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Oanh L. Duong whose telephone number is (703) 305- 
0295. The examiner can normally be reached on Monday- Friday, 8:00AM - 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain T. Alam can be reached on (703) 308-6662. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 746-7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 



70). 



3900. 
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January 17, 2004 




PATRICE WINDER 
PRIMARY EXAMINER 



